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INTRODUCTION

In 1791, the earliest predecessor to the U.S. Patent Office considered
adopting a first-to-file system to settle disputes between interfering
patent applicants and chose not to do so.2 In 1966, a President’s
Commission on the Patent System recommended adoption of a first-to-
file system, and Congress rejected it after a negative reception by
industry and bar associations.? In 1990, the World Intellectual Property
Organization (WIPO) published a “basic proposal” draft treaty that
would have imposed a first-to-file system on all signatories, including
the United States.# This proposed “fundamental change” in U.S. patent
law was met with active opposition, and no interested associations took
a position in favor of it.’

Now, in 2001, the question arises yet again, as the U.S. continues to
consider becoming a signatory to the latest edition of WIPO’s
harmonization treaty.® The U.S. Patent Office has requested comments
on whether the U.S. should adopt a first-to-file system, which the treaty
in its present form would require all signatories to do.

This article analyzes the command of Article 1, Section 8 of the
U.S. Constitution that Congress may grant exclusive rights to
“inventors” for their “discoveries.” The conclusion of this analysis is

1 Mr. Suominen is a registered patent agent and an independent inventor with several patents and
pending applications. The author is indebted to Louis J. Hoffman, Esq. for editorial assistance and
support.

2 P. ). Federico, Operation of the Patent Act of 1790, 18 J. Pat. Off. Soc’y 237, 248 (1936).

3 Note, First-To-File: Is American Adoption of the International Standard in Patent Law Worth the
Price?, 1988 Colum. Bus. L. Rev. 543, 544,

4 Edward G. Fiorito, The “Basic Proposal” for Harmonization of U.S. and Worldwide Patent Laws
Submitted by WIPO, 73 JPTOS 83, 88 (1991). -

5Id. at 89.

6 Draft Substantive Patent Law Treaty, WIPO Doc. SCP/5/2 Prov. (Feb. 2001), available on the
Internet at www. http://www.wipo.int/scp/en.
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easily overlooked in the “horse trading” atmosphere of international
treaty negotiations, but it is of critical importance. The U.S. should not,
and must not, abandon the uniquely American, and uniquely successful,
first-to-invent system of patent protection prescribed by Article 1,
Section 8 and maintained for over two centuries.

Several commentators have written many practical arguments
against switching to a first-to-file system,” and others will no doubt
provide many more in response to the Office’s Request for Comments.
Although those arguments are certainly supportive of the Constitution’s
wisdom in establishing a clear mandate for a first-to-invent patent
system, it is the constitutional mandate on which we focus here.

CONSTITUTIONAL TERMS OF RESTRICTION:
“INVENTORS” AND “DISCOVERIES”

“At the outset it must be remembered,” began the Supreme Court in
its seminal patent case of Graham v. John Deere Co.%, “that the federal
patent power stems from a specific constitutional provision which
authorizes the Congress ‘To promote the Progress of . . . useful Arts, by
securing for limited Times to . . . Inventors the exclusive Right to their .
. . Discoveries.”” In deciding the fate of three patents before it that day,
the Court held that Article 1, Section 8, the Constitution’s patent clause,
“is both a grant of power and a limitation.”® Thus the Court observed
that the patent clause is not merely an open-ended invitation for
Congress to grant whatever patents it wishes to whomever it wishes.!®

The Constitution thus authorizes Congress to secure exclusive
rights for limited times only to “inventors,” and only for their
“discoveries.”!! This restricted authorization was recognized by the
judiciary 24 years after ratification of the Constitution. In one of the
“Steamboat Cases,’ the New York Court of Chancery observed that “the
power given to Congress to promote the progress of science and useful
Arts is restricted to the rights of authors and inventors.”!? Subsequent

7 See Gabriel P. Katona, First-fo-File - Not in the United States, 73 JPTOS 399 (1991); Coe A.
Bloomberg, In Defense of the First-to-Invent Rule, 21 AIPLA Q.J. 255 (1993); supra note 3.
8 383 U.S. 1 (1966).
9/d at5.
10 See Edward C. Walterscheid, Disparity Between the Patent Term and the Copyright Term, 83
JPTOS 233, 249 (2001).
1t See WiLLiaM C. ROBINSON, THE LAW OF PATENTS FOR USEFUL INVENTIONS 69-70 (1890) (“The
subject of the exclusive right must be a writing or discovery of the person to whom the right is granted
.. . as to all other matters, Congress is supreme”).
12 Livingston v. Van Ingen, 9 Johns. 505, 564 (1812).
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decisions by the U.S. Supreme Court!? and other federal courts!4 in the
early nineteenth century affirmed this view.

Who then are the “inventors” contemplated by the constitutional language
as being the only recipients of exclusivity? As Samuel Johnson defined the
term in the framers’ era with his authoritative dictionary, and as the term is still
understood today, an inventor is “one who produces something new; a devisor
of something not known before.”!> Similarly, Johnson defined “To discover” as
“to find things or places not known before.”'6

The plain language of the terms would thus seem to settle the issue,
clearly prohibiting any first-to-file system as unconstitutionally denying
actual inventors the exclusive right to their discoveries. That is not the
conclusion Edward C. Walterscheid has drawn.!” Walterscheid asserts
that the constitutional language “does not preclude the granting of patent
rights to one who is not the literal first inventor.”!3 He bases this
conclusion largely on (1) contemporaneous interpretation of the words,
(2) the founders’ omission of the terms “true and first” from
contemporaneous English law, and (3) spotty implementation of first-to-
invent statutes in the early nineteenth century.

These views cannot withstand careful examination of Supreme
Court precedent and ordinary methods of constitutional interpretation.

SUPREME COURT PRECEDENT ON “INVENTORS” AND “DISCOVERIES”

In 1870 the Court discussed how the term “inventors” in the patent
clause should be interpreted. The Court sustained validity of several
patents by emphasizing the role of patents as “public franchises,”

13 Shaw v. Cooper, 32 U.S. 292, 318-19 (1833) (“This [constitutional] power was exercised by
congress . . . and from an examination of their various provisions, it clearly appears, that it was the
intention of the legislature, by compliance with_the requisites of the [constitutional] law, to vest the
exclusive right in the inventor only”).

14 Blanchard v. Sprague, 3 Fed. Cas. 648, 650 (D. Mass. 1839) (Story, 1.}; In re Kemper, 14 Fed. Cas.
286, 287 (D.D.C. 1841) (citing Article 1, Section 8: “There it is evident that the ‘discoveries,’ the use of
which is to be secured, are the discoveries of inventors only”).

15 SAMUEL JOHNSON, A DICTIONARY OF THE ENGLISH LANGUAGE (1787) as quoted by A. H. Seidel, The
Constitution and a Standard of Patentability, 48 J. Pat. Off. Soc’y 1, 13 (1966). Seidel commented, “The
present day meaning . . . can be considered the same, that is to bring into being something new as a
product of one’s own contrivance” (emphasis in original},

16 Id. An alternate definition provided by Johnson (there are several) is “to make known; not to
disguise; to reveal.” It could be argued, albeit somewhat implausibly, that the framers understood this
archaic definition of the term to cover the act of disclosure associated with filing an application.
However, see Seidel supra: “[I]t is firmly established in the patent law that “discoveries” has a more
restricted meaning, as being the activity of an inventor.”

17 Edward C. Walterscheid, Priority of Invention: How the United States Came to Have a “First-To-
Invent” Paten:t System, 23 AIPLA Q.J. 263, 281 (1995).

18 /d. at 283.
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as a matter of compensation to the inventors for their labor, toil, and expense in
making the inventions, and reducing the same to practice for the public benefit, as
contemplated by the Constitution and sanctioned by the laws of Congress.*

It seems unlikely that the Court would have used language so tilted
toward the activities of actual reduction to practice if it had considered
the Constitution to contemplate “inventors” as including first filers who
reduced to practice after late-filing first inventors had already undergone
the “labor, toil, and expense in making the inventions.”

In an 1884 copyright case, the Supreme Court offered the following dicta
interpreting the patent clause in Burrow-Giles Lithographic Co. v. Sarony: 2

In regard, however, to the kindred subject of patents for invention, they cannot, by
law, be issued to the inventor until the novelty, the utility, and the actual discovery
or invention by the claimant have been established.

The Supreme Court recognized in that case that early statutes,
passed by the constitutional framers, established “almost conclusive”
interpretation entitled to at least “very great weight.”?! Thus, what the
first patent act of 1790 and its immediate successor of 1793 say about
“inventors” and “discoveries” is critical to the analysis.

The Act of 1790 could not be more clear in its grant of exclusive
protection to the first inventor. The Act begins as follows:

Be it enacted . . . that upon the petition of any person or persons . . . setting forth, that
he, she, or they, have or have invented or discovered any useful art, manufacture,
engine, machine, or device, or any improvements therein not before known or used .
. . it shall be lawful to . . . cause letters patent to be made out . . . .2

It continues with language authorizing repeal of patents not granted
in accordance with the requirements of the petition:

[I]f it shall appear that the patentee was not the first and true inventor or discoverer,
judgment shall be rendered by such Court for the repeal of such patent or patents . . . .2

19 Seymour v. Osborne, 78 U.S. 516, 533 (1870) (emphasis added).
20 111 US. 53.

21 Id. at 57.

22 Patent Act of 1790, § 1, | Stat. 109, 109-110 (emphasis added).
23 Id. at § 5, 111 (emphasis added).
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Finally, the Act contains language that deems issued patents or
specifications as

prima facia evidence, that the said patentee or patentees was or were the first and
true inventor or inventors, discover or discovers of the thing sospecified. . . .24

The Act of 1793 begins with language similar to that in the
introduction of the 1790 Act:

Be it enacted . . . that when any person or persons . . . shall allege that he or they
have invented any new and useful art, machine, manufacture or composition of
matter, or any new and useful improvement on any art, machine, manufacture or
composition of matter, not known or used before the application, and shall present a
petition ... it shall and may be lawful ... to cause letters patent to be made out . . . .25

It also added a requirement that

every inventor, before he can receive a patent, shall swear or affirm, that he does
verily believe, that he is the true inventor or discoverer of the art, machine or, or
improvement, for which he solicits a patent . . . 26

The 1793 Act contained an updated version of the 1790 Act’s repeal
provisions, authorizing repeal “if it shall appear, that the patentee was
not the true inventor or discoverer”’? In addition, it permitted a
defendant to plead for a declaration of invalidity if, inter alia,

the thing, thus secured by patent, was not originally discovered by the patentee, but
had been in use, or had been described in some public work anterior to the
supposed discovery of the patentee . . 28

Finally, the 1793 Act added the first interference provision in U.S.
patent law.?®

What language could better convey the desire of the First Congress
to jealously guard the exclusive right for first inventors than its repeated
use of the phrase “first and true inventor”? How could the Second
Congress have better affirmed that same desire than by instituting an

24 Id. at § 6, 111 (emphasis added).

25 Patent Act of 1793, § 1, 1 Stat. 318, 318-19 (emphasis added).
26 Id. at § 3, 321 (emphasis added).

27 Id. at § 10, 323.

28 Id. at § 6, 322 (emphasis added).

29 Id. at § 9, 322-23 (emphasis added).
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interference system3® and protecting the patent rights of the “original
discoverer” against use or public work that occurred after his own
discovery, regardless of his filing date?’' Can there thus be any doubt
about the “construction placed upon the constitution” by the “men who
were contemporary with its formation” in the Patent Acts of 1790 and
17937 Under the interpretation directed by the Supreme Court’s holding
in Burrow-Giles and its required reference to the Patent Acts of 1790 and
1793, the Constitution authorizes granting of exclusive rights only to
first and true inventors.

THE ORIGINALIST VIEW OF “INVENTORS”’ AND “DISCOVERIES”

With the literal text and binding precedent so firmly on the side of
first-to-invent, it is difficult to sustain an argument for the
constitutionality of first-to-file under any theory of interpretation. The
founders’ “original intent” provides no consistent basis for an argument
either way.

In the originalist view, the Constitution should be interpreted
according to understandings made public at the time of its drafting and
ratification.’? Walterscheid’s analysis appears to use this technique. An
originalist analysis, however, does not provide a clear answer to the
question of who are “inventors” of “discoveries,” because there was no
debate in the Constitutional Convention with reference to the patent
clause, and no committee minutes reference it.** Walterscheid himself
acknowledges that ‘“no delegate left any record as to what the
Convention intended ‘inventors’ and ‘discoveries’ to mean.”3*

Much of Walterscheid’s analysis of the framers’ understandings thus
cannot help but be highly speculative. For example, he states that the
constitutional language ‘“seemed to suggest” that the exclusive right

30 Walterscheid states that was nothing in the language of Section 9 that obligated the arbitrators to
award the patent to the first inventor. See supra note 19 at 306. But later he seems to contract this
statement. See Id. at 318 (“Priority seems to have been generally viewed as requiring a determination as
to who had invented first”). In any event, it is implausible that this omission was intended to give the
arbitrators carte blanche. Section 9 did not recite any standards for the arbitrators, instead relying on the
requirements set forth in the other portions of the Act for their guidance. One could just as well conclude
that the arbitrators were free to award patents for inoperative or well-known devices, and such award
would “be final, as far as respects the granting of the patent” 1 Stat. 318, 323. This was surely not
Congress’ intent, and the failure of the arbitrators to abide by it, which Walterscheid describes at length,
does not lessen the precedential value of that intent under Burrow-Giles.

31 See Thompson v. Haight infra note 48.

32 KEerrd E. WHITTINGTON, CONSTITUTIONAL INTERPRETATION 35 (1999).

33 Karl Fenning, The Origin of the Patent and Copyright Clause of the Constitution, 17 Geo. L. J.
109, 112 (1929).

34 Walterscheid supra note 17 at 281.
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could be granted to other than the literal true and first inventor because
there “is no reason to believe that the framers were not conversant with
the English common law interpretation ‘true and first inventor’ to include
a first importer.”3 But an equally plausible explanation, in view of
Samuel Johnson’s clear dictionary definition of the word ‘“‘inventor,”¢ is
that the framers simply chose to avoid redundancy.

As another example, Walterscheid attributes the Patent Board’s
decision to reject a first-to-file interference system alternately to
discomfort with deciding the actual filing date of petitions that were
originally filed with Congress and to political pressure from the
steamboat rivals Rumsey and Fitch.?” However, Walterscheid admits that
“that the board may have interpreted ‘inventor’ to mean the true and first,
i.e. original, inventor in a literal sense.”8

Speculation could easily support an originalist view opposite
Waltersheid’s. For example, Thomas Jefferson was one of the members
of the original Patent Board,* and his part in its decision to reject first-
to-file could well reflect his “original intent” as one of the framers.

Another one of the framers, Madison, apparently proposed
constitutional language securing “to inventors of useful machines and
implements, the benefits therefore, for a limited time.”*® The thoughtful
originalist might thus discern, in that framer’s mind at least, an
emphasis on actual reductions to practice rather than mere application
filings. If Madison’s proposed language had been incorporated into the
ratified Constitution, the result under an originalist interpretation may
well have been the restriction of patent protection only to tangible
“machines and implements” that had been shown to be useful, ie.,
actually reduced to practice. Clearly, only a first-to-invent system would
be realistic where an application filing, without more, would be
insufficient to obrain a patent.

THE MODERNIST VIEW OF “INVENTORS” AND “DISCOVERIES™

Some who would argue against a textualist or “original intent”
interpretation of the constitutional term “Discoveries,” may advocate
instead that the Constitution is a “living document adaptable to new

35 Id

36 JOHNSON supra note 15.

37 Supra note 17 at 291-92.

38 Id. at 293.

39 Federico supra note 2 at 238.

40 Fenning supra note 33 at 114, In attributing this language to Madison, Fenning cites a five volume
Documentary History of the Constitution of the United States Of America published by the U.S. State
Department between 1894 and 1900, and FERRAND, RECORDS OF THE CONSTITUTIONAL CONVENTION (1911).
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situations”*! and thus would not prohibit a first-to-file system. Clearly,
however, no interpretation can be so expansive as to entirely vitiate a
significant term in a constitutional requirement.4? Patents simply cannot
be granted to any but “inventors” for anything but “discoveries.”*3

Even modernists rely on “deeply embedded traditional ways of
conducting government” to give meaning to the words of a text or even
supply them.* What then, have been the “deeply embedded traditional
ways” in which the U.S. government has granted exclusive rights to
inventors for their discoveries? Perhaps the most enduring and
consistently followed principle of American patent law has been to
grant such rights to first and original inventors. The statutes and
published decisions found throughout the nearly two centuries of legal
history since ratification of the Constitution are an important
consideration.*> In view of that “gloss which life has written upon” its
words, the patent clause overwhelmingly favors a first-to-invent
interpretation of its mandate.

We begin with the decision of the 1791 patent board to reject a first-
to-file proposal, which is appropriate for two reasons. First, it was
arguably the first administrative decision regarding such a proposal
under the Constitution, which had been in effect only three years.
Nothing could be considered more *“deeply embedded,” or the start of a
more ‘‘traditional way of conducting government” than that early
decision.*® Second, Jefferson was one of the three board members, and
his influence on American patent law is well established.*

In 1826, the Circuit Court for the Southern District of New York
observed that the whole law relating to patents, which remained
essentially under the Act of 1793, could still be regarded as novel in the
United States.*® That state of affairs did not prevent the court from
pointing out that

41 Youngstown Sheet & Tube Co. et al. v. Sawyer, 343 U.S, 579, 682 (1952) (Vinson, C.J., dissenting).
Also, see WHITTINGTON supra note 32 at 196.

42 GREGORY BassHAM, ORIGINAL INTENT AND THE CoNSTITUTION 93 (1992). Bassham, though
generally eschewing the originalist view, quotes Thomas Jefferson as expressing concern about elected
officials rendering the Constitution “a blank paper by construction.”

43 See supra notes 11-14.

44 Youngstown supra note 41.

45 Kenneth Burchfiel, Revising the “Original” Patent Clause: Pseudohistory in Constitutional
Construction, 2 Harv. J. Law & Tech. 155, 209 (1989) (“In the effort to determine the original meaning
of a constitutional term, as in any legal history, a sine qua non is consideration of the most coherent and
persuasive available data, contained in statutes and published decisions”).

46 Federico considered it “very unlikely that duplicate patents were granted [by the board] to the four
steamboat claimants without deciding the question of priority.” See supra note 2 at 249,

47 See Graham, 383 U.S. at 7. Also, see text at note 39 supra.
48 Thompson v. Haight, 23 Fed. Cas. 1040, 1041.
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(i]t is very true that “the right to a patent belongs to him who was the first inventor,
even before the patent is granted.” [No citation given.] That is, none but the first
inventor can have a patent.*

Shortly after the Act of 1839 (and less pertinent Acts of 1842, ‘46,
‘48, and ‘52)%°, another federal district court observed that

[n]o exclusive right can be granted for anything which the patentee has not invented
or discovered. . . . the right of the patentee entirely rests on his invention or
discovery of that which is useful, and which was not known before. And the law
gives him the exclusive use of the thing invented or discovered, for a few years, as
a compensation for ‘his ingenuity, labor, and expense in producing it.”5\

The court, in instructing the jury, addressed the question of whether
the plaintiff, who had been issued a patent for his invention, had
protection against issuance of a rival patent to the defendant under the
early caveat system then still in effect:

[The plaintiff] is protected by the law [against issuance of a rival patent], unless the
defendant’s invention entitled him to a patent before the plaintiff applied for his patent.52

Interestingly, the jury found for the defendant, evidently heeding the
court’s instruction that “the one who perfected his invention first” would
be entitled to protection if both the plaintiff and defendant could
properly be considered rival inventors. This case, then, is an example of
a first applicant losing out to a first inventor under legislation enacted
some 60 years after ratification of the Constitution.

First-to-invent maintained its steady hand on the course of American
patent law through the remainder of the nineteenth century and into the
twentieth. In 1920, the D.C. Court of Appeals affirmed an award of
priority to an interference party who was first to conceive and first to
reduce to practice.’® The court observed that the award was grounded on
what had been the rule in the Patent Office since 1872, a rule that had
received the approval of the court in earlier cases.>* Since then, it has
never become the law that one who “invented” later but filed first would
receive a patent against a first inventor who had not forfeited rights.s

49 Id. at 1048.

50 See ROBINSON supra note 11 at 78-79.

St Allen v. Hunter, | Fed. Cas. 476, 477 (D. Ohio 1855) (emphasis added).

52 Id. at 482,

53 Erben v. Yardley, 267 F. 345.

54 Hubbard v. Berg, 40 App. D.C. 577, Thompson v. Storrie, 46 App. D.C. 324.

55 The first inventor can forfeit his constitutional rights by his action or inaction, just as the citizen
can forfeit his constitutional rights (e.g., to vote) by his actions (e.g., felonious crimes). The statutory and
common law has long cautioned the first inventor to act diligently lest he lose his rights. See 35 U.S.C.
102(b),(c).(d)(g); Howe v. Shumaway, 12 Fed. Cas. 678 (D. Mass. 1854) (First inventor “gave nothing to
the public.” Court held he had “only an idea, never carried out in a machine [i.e., actually reduced to
practice] that could anticipate one subsequently invented’).49 Id. at 1048.
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RETAINING FIRST-TO-INVENT:
CONTINUED PROMOTION OF THE PROGRESS OF USEFUL ARTS

The Supreme Court has found a standard expressed in the
Constitution, “inherent requisites” of “innovation, advancement, and
things which add to the sum of useful knowledge.” It is a standard that
“may not be ignored””® To conclude our analysis of how the
Constitution would prevent adoption of any first-to-file system, it is
appropriate to consider which system better promotes “the progress of
useful Arts” and fulfills the Court’s inherent requisites. The answer is
clear, and is consistent with the rest of the Constitution’s patent clause.
The first inventor, unlike another person who “invents” later but files
earlier, is the one who brings an innovation or advancement into being.
It is that person who fulfills the constitutional objective and is entitled to
its prescribed reward. Thus the Constitution shows its wisdom; it
expressly prohibits what would hinder the results it requires.

In consonance with this view, the Supreme Court observed that the
patent laws promote the constitutional goal of progress

by offering a right of exclusion for a limited period as an incentive to inventors to
risk the often enormous costs in terms of time, research, and development. The
productive effort thereby fostered will have a positive effect on society through the
introduction of new products and processes of manufacture into the economy, and
the emanations by way of increased employment and better lives for citizens.s?

The Court did not speak of incentives to “win a race to the Patent
Office.” It spoke, instead, in the traditional American terms of invention,
of research and development, of productive effort.

The United States is under intense pressure to conform to the rest of
the world and adopt a first-to-file system. As we have seen, however, the
Constitution of this country simply does not allow for such a change. Yet
it is entirely appropriate for the United States, a country that progressed
from a small band of colonists to being the single largest source of
worldwide patent filings,® to continue standing apart in rewarding
“compensation for [the] ingenuity, labor, and expense”® of first
inventors in producing their discoveries.

56 Graham, 383 U.S. 1.

57 Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470 (1974) (emphasis added).

58 United States residents originated about 40% of all PCT applications during 1998 and 1999, more
than twice the percentage filed by residents of any other single country, WIPQ, The Patent Cooperation
Treary (PCT) in 1999, available on the Internet at www.wipo.int/pct/en/activity/
1999/pctin99.htm#P22_952.

59 Allen v. Hunter supra note 5].
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